
> PAT] 



United States Bstent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington. DC 20231 

www . uspto. gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/252,842 



02/19/1999 



CHAR1 STYLLI 



AUROBIO.014A 



4954 



27167 



7590 



12/07/2001 



AURORA BIOSCIENCES CORPORATION 
C/0 KNOBBE, MARTENS, OLSON & BEAR, LLP 
550 WEST C STREET 
SUITE 1200 

SAN DIEGO, C A 92101 



EXAMINER 



BEX, PATRICIA K 



ART UNIT 



PAPER NUMBER 



1743 

DATE MAILED: 12/07/2001 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 



09/252,842 
Examiner 



P. Kathryn Bex 



Applicant(s) 

STYLLI ET AL. 



lrH/2. 



Art Unit 
1743 



Period for R^* ^ C ° mmunlCati0n a ^ °" »• ^er sheet W ,tn the correspondence ehress - 
AK^^ A S?SK SSSSr ' S SET T ° EXP ' RE - M °-H(S) FROM 

• SSSSSSS .nnoeven, h owe 

eamed^ten. te™ adj^enf Lte 37 CFR W04(bT ma '" n9 "** <»<»™n™«™. even if timely filed, Jay reduce a § ny 

Status 
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2aM This action is FINAL. 2 b)D This action is non-final 

Disposition of Claims 
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Application Papers 

9) Q The specification is objected to by the Examiner. 
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11) D The proposed drawing correction filed on is: a)Q approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

pertains /or with which il SST^T^r P ™ n ?™ in the «* to which it 

contemplated by the inventor aTc^ZZStto^ Sha " f ° rth the beSt m ° de 

Claim 23 is rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Claim 23, line 2, the new limitation "comprising at least approximately 25,000 
addressable wells", is not supported within the instant specification, see Clean Version of Claims 
in Amendment filed October 05, 2001. Applicant points to page 49, lines 10-14 for support, 
however the cited section recites that the storage and retrieval module can store at least 200,000 
discrete chemical on at least 2,000 work units and at least about 10,000,000 work units. No 
mention of 25,000 addressable wells. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
c, iming thes Ubj eJlX^ 

4. Claim 23 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 23, line 2, the limitation "comprising at least approximately 2000 storage locations 
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for multi-well plates" in the Marked-up version of the claims and "comprising at least 
approximately 25,000 addressable wells" in the Clean version of the claims, creates confusion 
and uncertainty as to which version applicant is requesting examination. For examination 
purposes, Examiner has interpreted that Applicant intended a chemical storage apparatus 
comprising at least approximately 2,000 locations for multi-well plates, as recited in the Marked 
up version of the claims. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

xcLnT(£S thisSle 6 ifti n H d ff th0U8h fr ent L° n iS n0t identica,l >' disclos ^ or described as set forth in 
IS a ♦ * ? ' d,fferences ^tween the subject matter sought to be patented and the prior art are 
uch that the subject matter as a whole would have been obvious at the time the inSeml^ra^.^S, 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 

or nonobviousness. 

7. Claims 20, 22-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maclndoe, Jr. (USP 5,332,549) in view of Ishizaki et al (JP-6-207943). 

Maclndoe, Jr teach an automatic analyzing apparatus comprising a chemical library 17 
with storage locations 121 for plates, retrieving the selected set of chemical compounds in a 
multi-well plate, corresponding to the selected set of addressable chemical wells from an 
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addressable chemical storage module 1 7 (Fig. 1) with a programmable computer (CPU) which 
controls the automated robotic retriever 23 (column 9, lines 39-51), an automated transport 
pathway 37 coupled to the chemical library (column 4, lines 63-67) and a plurality of 
asynchronously operable automated liquid handling devices (pipettors) 25 1-2 coupled to the 
transport path . Note: Maclndoe, Jr. clearly teaches a programmable instrument system which 
controls the robotic retriever and other various assemblies, (column 2, line 19-25, column 2, line 
59- column 3, line 12, column 5, lines 26-42, column 9, lines 39-51). Maclndoe Jr. also discloses 
the use of a buffer platform proximate 24 to the storage module (column 3, lines 4-12). 
Maclndoe, Jr. fails to teach the returning the selected set of chemical compounds to the 
addressable chemical storage module via the bidirectional and parallel transport pathway. 
Ishizaki et al do teach an automatic analyzer for retrieving a selected set of chemical compounds 
2 from an addressable chemical storage module 3 (Fig. 1) with an automated robotic retriever 76 
(Fig. 2), delivering the set of chemical compounds to an automated, bidirectional, parallel 
transport pathway 6 and delivering the set of chemical compounds to automated liquid handlers 
10, 1 1 (Fig. 1) and returning the selected set of chemical compounds via the automated, 
bidirectional and parallel transport pathway 71 (abstract) and plate stacking storage buffer 73. 
Such use of a return line allows the analyzer to quickly and effectively carry out automated re- 
examination, thereby insuring accurate analysis (abstract). 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included in the analyzer apparatus of Maclndoe, Jr. the conveyer 
capable of returning the selected set of chemical compounds via an automated transport pathway, 
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as taught by Ishizaki et al, in order to allow the analyzer to quickly and effectively carry out 

automated re-examination, thereby insuring accurate analysis (abstract). 

In regard to the specific location of the buffer, it would have been obvious to one having 

ordinary skill in the art at the time the invention was made to situate the buffer at the ingress 

location of the storage, since it has been held that rearranging parts of an invention involves only 

routine skill in the art. In re Japikse, 86 USPQ 70. 

Maclndoe, Jr. does not explicitly teach the storage capacity of 1000 or 3000 multi-well 

plates. However, it would have been an obvious matter of design choice to one of ordinary skill 

in the art to include a storage module capable of storing 1000 to 3000 multi-well plates in order 
to increase the quantity of samples that a single laboratory can effectively handle without a loss 
in quality or increased error rates occurring due to increased throughput. Further, such a 
modification would have involved a mere change in the size of a component. A change in size is 
generally recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237(CCPA 1955). 

8. Claims 8, 10-12 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maclndoe, Jr. (USP 5,332,549) and Ishizaki et al (JP-6-207943),as applied to claim 20 above, in 
view of Allegro™ "Ultra High Throughput Screening System" by Zymark. 

Maclndoe, Jr. and Ishizaki et al as discussed previously, fail to teach automated liquid 
handling devices capable of achieving a throughput of at least 100,000 chemical samples in a 24 
hour period. Zymark does teach a computerized screening system with associated storage and 
retrieval modules for use with micro-titer plate formats. This system can handle 1 ,000 microtiter 
plates which read on addressable chemical wells in addressable chemical plates. Moreover, the 
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system can utilize 384 well micro-titer plates which means it can handle 384,000 samples per 
day, which is clearly over the at least 50,000 or 1 00,000 chemical samples per day. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included in the assay apparatus of Maclndoe, Jr. and Ishizaki the 
liquid handlers, as taught by Zymark, in order to increase throughput without completely 
redesigning their well defined 96-well plate assays. 

9. Claims 1-3, 20, 22-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ashihara et al (USP 5,158,895) in view of Shuttleworth, Inc., "Flat Panel Display News" 
February 1996. 

Ashihara et al teach an apparatus comprising a computer controlled robotic retriever 33 
(column 15, line 37- column 16, line 22) for retrieval of a selected set of chemical compounds 
corresponding to the selected set of addressable chemical wells from an addressable chemical 
storage module 31 (Fig. 1) wherein each well contains a different chemical (column 3, lines 34- 
40), an automated transport pathway 71 which delivers the set of chemical compounds to 
automated liquid handlers (pipetters) 16 a-c (Fig. 2). Note: Ashihara et al teaches a 
programmable instrument system which controls the robotic retriever and other various 
assemblies (column 3, lines 60-63, column 7, lines 4-18). 

Ashihara et al fail to teach an bi-directional and parallel transport path which is coupled 
to at least one plate stacking storage plate buffer. Shuttleworth, Inc. "Flat Panel Display News" 
does disclose the use of a transport pathway which is operably linked with local plate buffers 
which accumulates cassettes before feeding them to a vertical conveyer of a storage unit, see 
page 5, paragraph 2 and Figure on same page. Note: Since the conveyer system of Shuttleworth, 
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Inc. is clearly bi-directional, it inherently comprises the capability to return plates to the storage 

facility. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included in the automatic analyzer of Ashihara et al the cassette 
transportation with local buffers, as taught by Shuttleworth, Inc. "Flat Panel Display News", in 
order to greatly simplify the automation required and dramatically improve the total system 
reliability, see page 5, paragraph 1, last line. 

Regarding the use of a plate comprising 96 chemical wells and the storage capacity of 
1000 or 3000 multi-well plates, Ashihara et al do not explicitly teach the a 96 well plate or a 
storage module with a storage capacity of 1000 or 3000 multi-well plates. However, it would 
have been an obvious matter of design choice to one of ordinary skill in the art to include a the 
use of a 96 multiwell plate and a storage module capable of storing 1000 or 3000 multi-well 
plates in order to increase the quantity of samples that a single laboratory can effectively handle 
without a loss in quality or increased error rates occurring due to increased throughput. Further, 
such a modification would have involved a mere change in the size of a component. A change in 
size is generally recognized as being within the level of ordinary skill in the art. In re Rose, 105 
USPQ 237(CCPA 1955). 

10. Claims 8, 10-12 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
Ashihara et al (USP 5, 1 58,895) in view of Shuttleworth, Inc., "Flat Panel Display News- 
February 1996, as applied to claim 20 above, and further in view of Allegro™ "Ultra High 
Throughput Screening System" by Zymark. 

Ashihara et al and Shuttleworth, Inc.as discussed previously, fail to teach automated 
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liquid handling devices capable of achieving a throughput of at least 100,000 chemical samples 
in a 24 hour period. Zymark does teach a computerized screening system with associated storage 
and retrieval modules for use with micro-titer plate formats. This system can handle 1 ,000 
microliter plates which read on addressable chemical wells in addressable chemical plates. 
Moreover, the system can utilize 384 well micro-titer plates which means it can handle 384,000 
samples per day, which is clearly over the at least 100,000 chemical samples per day. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included in the analytical apparatus of Ashihara et al and 
Shuttleworth, Inc. the liquid handlers, as taught by Zymark, in order to increase throughput 
without completely redesigning their well defined 96-well plate assays. 

Response to Arguments 

1 1 • Applicant's arguments filed February 7, 200 1 have been fully considered but they are not 

persuasive. 

In response to Applicant's argument that Maclndoe (USP 5,332,549) and Ashihara et al 
(USP 5,158,895) describe devices in which the wells containing test sample which are manually 
placed in the device is not germane to the issue since Applicant has not excluded such a 
limitation from the claims. The claims describe the automated retrieval of the multi-well plates 
containing a liquid sample, there is not disclosure of an automated loading device. Additionally, 
Applicant argues that the wells of Maclndoe and Ashihara et al are processed in a serial fashion. 
Examiner points out that no parallel processing of the wells is disclosed within the instant 
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claims. Moreover, the instant claims are drawn to the structure of an apparatus. Process 
limitations are not accorded patentable weight in an apparatus which is drawn to an apparatus. 

Conclusion 

12. No claims allowed. 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

14. Any inquiry concerning this communication or earlier communications form the 
examiner should be directed to P. Kathryn Bex whose telephone number is (703) 306-5697! 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0661 

P^h^Be^ -/j^^ ■ %^^~ 

Patent Examiner 

AH 1741 JEFFREY SNAY 

12 / 3 / 01 PRIMARY EXAMINER 



